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DEEBHVIRTND,

While the presence of a third party mark in a domain name would not prevent a panel
from rendering a decision on the merits, a number of panels have found it appropriate

to issue any transfer order without prejudice to the concerned third party’s rights.

Where a panel may have concerns that the rights of the third party mark owner would
potentially be unduly impacted by a transfer order, some panels have issued a
Procedural Order to seek some reasonable assurance of the third party’s non-
objection. In certain highly exceptional circumstances (e.g., where even through a
Procedural Order via the complainant the third party is unreachable), a panel may

order cancellation of the disputed domain name as opposed to a requested transfer.

WIPO OFEERITIZ, ZDORIZHOWTH Lz BT, 3 DOBEENG- SNDHEITIE. 5
SR OPAEMHEET ORIEN R L BBEHREIRTHLILTHHD 2 ZOREH LtL
T, ABIEEIEL N A A A& EN D EEICBET 28 = F ORI b L 5 2 72
W) BEROFLT OEEE . AL LTI bIROIRE T, RO B EBEREREICB VLTI
T H2HD Y TOXI PR LW E 0% H 5, WhatsApp Inc. v. Private Whois
whatsappandroid.com, Private Whois S+/4: (WIPO Case No. D2012-0674) |

“there is no basis in principle or in practice for denying a complainant the remedy of transfer merely
because the disputed domain name contains, in addition to the complainant’s trademark, a trademark
owned by a third party. Neither the Policy nor the Rules contains a provision that precludes the grant
of the transfer remedy in this situation. Furthermore, neither the Policy nor the Rules contains a
provision that precludes the third party from bringing an action under the Policy, or under any other
applicable law, against the complainant in whose favor an order of transfer is made, in the event
that the third party considers the complainant’s holding of the domain name to be in violation of the

Policy.”

2 WhatsApp Inc. v. Private Whois whatsappandroid.com, Private Whois whatsappipad.com and
Private Whois whatsappiphone.com,WIPO Case No. D2012-0674, <whatsappandroid.com> et al.,
Elmec Roménia S.R.L. v. Georgian Munteanu, WIPO Case No. D2014-0107, <collective-ugg-
shop.com>, Philip Morris USA Inc. v. Whoisguard Protected, Whoisguard, Inc. / MARK JAYSON
DAVID, WIPO Case No. D2016-2194, <pallmall-marlboro.com>.

3 Kabbage, Inc. v. Oneandone Private Registration, 1&1 Internet Inc. - www.land1.com / Robert
Hanssen, Ridiculous File Sharingm, WIPO Case No. D2015-1507, <kabbagefund.com> et al.

4 Aldi GmbH & Co. KG, Aldi Stores Limited v. Ronan Barrett, WIPO Case No. D2016-2219,
<aldiorlidl.com> and <lidloraldi.com>.
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A respondent redirecting a domain name to the complainant’s website can establish bad faith insofar
as the respondent retains control over the redirection thus creating a real or implied ongoing threat to
the complainant. See Ann Summers Limited v. Domains By Proxy, LLC / Mingchun Chen, WIPO
Case No. D2018-0625 ("[T]he redirection from the disputed domain name to Complainant's official
website reinforces the likelihood of confusion. Internet users are likely to consider the disputed domain
name as in some way endorsed by or connected with Complainant, particularly taking into
consideration the reputation of the Mark...UDRP panels have pointed out in previous redirection
UDRP cases, that as long as the complainant does not itself control the disputed domain name, it could

be redirected to an unauthorized site at any time.”).

18 {5l 2 12, WIPO #/E Conforama France v. Benjamin Kouassi, [D2021-1166]
https://www.wipo.int/amc/en/domains/decisions/text/2021/d2021-1166.html
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legitimate interests in a domain name may result in the often impossible task of “proving a
negative”, requiring information that is often primarily within the knowledge or control of the
respondent. As such, where a complainant makes out a prima facie case that the respondent lacks
rights or legitimate interests, the burden of production on this element shifts to the respondent to
come forward with relevant evidence demonstrating rights or legitimate interests in the domain

name. If the respondent fails to come forward with such relevant evidence, the complainant is
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arguments and available evidence such as dated screenshots of the website to which the disputed
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domain name resolves or correspondence between the parties. Even in cases of respondent default,
panels have held that wholly unsupported conclusory allegations may not be sufficient to support
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power to request further evidence from the Complainant. As stated in Viacom International Inc.
and MTV Networks Europe v. Rattan Singh Mahon, WIPO Case No. D2000-1440, “it would,
and should, be in exceptional cases only that supplementary submissions are requested by a
Panel. If requesting supplementary submissions were to become unexceptional, the dispute
resolution procedure under the Uniform Policy and Rules would most likely become
significantly more resource-consuming to all the actors (i.e. the parties, the dispute resolution
service provider, and the Administrative Panel) than is currently the case, as the unfolding

scenario in this case demonstrates. Such an outcome seems contrary.” It is the Complainant’s
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responsibility to present a complete case to the Panel, and it made the decision to rely on bare

allegations with no evidentiary backing. |
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“Offers to sell: taking the above scenarios into account, panels have generally found that where
a registrant has an independent right to or legitimate interest in a domain name, an offer to sell
that domain name would not by itself be evidence of bad faith for purposes of the UDRP,
irrespective of which party solicits the prospective sale. This also includes “generalized” offers

to sell, including those on a third-party platform.”
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l'4. Language of the Proceedings

A. Request by the Complainant

The Complaint was filed with the Japan Intellectual Property Arbitration Center (the Center” on
February 16, 2021 as indicated in the Annex. The Complainant asked that the language of the
proceedings would be English. The request to change the language of the proceedings was submitted
to the Center by the Complainant on February 16, 2021 (See, Document named “Language of
proceedings”). In the request, 6 reasons were pointed out. The 1st, 2nd, and 4th reasons were based
upon the grounds that the script of the disputed Domain Name, the country code Top-Level-Domain
(“ccTLD”) “jp” and almost a hundred domain names under the “.jp” c¢cTLD registered by the
Registrant are constituted of Latin words. The Sth reason is that the Registrant has been involved in

at least 16 cases before WIPO concerning marks or names pertaining to markets where, to the

42 https://www.nic.ad.jp/ja/drp/list/2021/JP2021-0001.html
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exception of China, languages making use of the Latin alphabet are used. And the 3rd reason is that
the email communications between the Complainant and the Registrant prior to filing this
Complaint were written in English and price of Domain Name was discussed in US dollars (See,
Complainant's Evidence 2). It means the Registrant understands English. The 6th reason is that both
the Complainant and the Registrant are not Japanese nationals: the Complainant is a French

company whereas the Registrant is a Chinese national.

B. Panel's View of the Principle of the Language
Since the Complainant requested on the language, the Panel should determine whether to accept the

request initially, before examining substantive discussion on the Complaint.

Article 11(a) of the Rules clearly defined “The language of the Proceedings is Japanese”, however
Article 11(a) of the Rules gives the panel the authority to decide another language as the language
of the proceedings based on the circumstances of the proceeding. And the "circumstances" to be

considered may include the following examples:

(1) If both parties agree a specific language other than Japanese as the language of the proceedings,
basically the agreed language should be accepted when the Center and the Panel could verify
accuracy of the documents concerned in the agreed language directly without any translation. This
principle follows Article 30, paragraph 1 of the Arbitration Act. However, if such an agreement
designates multiple languages as the language of the proceedings, the Panel should determine a
selected single language be the language of the proceedings (one single language for one
proceeding) or simply ignore the request, in the Panel's view. These agreements should be notified
to the Center before the appointment of the Panel, and the Panel should determine the language
before starting the examination of substantive discussion, however, whether the Panel should notify
the parties of the determination on the language before publication of the decision depends upon
the case circumstances. Especially for the Registrant's default case, the Panel may mention about

determination on the language of the proceedings only in the decision.

(2) In case of no agreement on language, the Panel should consider:

(a) When one of the parties (usually the Complainant) requests a language other than Japanese,
and the other party clearly denied the proposal, the Panel should determine Japanese as the language
of the proceedings if the Panel finds no irregular special situations.

(b) When one of the parties (usually the Complainant) requests a language other than Japanese,
and the other party has never replied, the Panel considers both parties' situation carefully and

determines the language of the proceedings, with taking into consideration of the description of the
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submitted request. In such a case, the Panel determines, in principle, Japanese as the language of
the proceedings unless the Panel finds exceptional circumstances. Since the proceedings are
governed by Japanese Law (See, Article 10 of the Policy), then it is natural that the language of the
proceedings is also Japanese. In this sense, the case when the language other than Japanese is
adopted as the language of the proceedings should be quite exceptional situation only, under the
Panel's view. And if the Panel determines the language other than Japanese as the language of the
proceedings, it should be fair for both parties, since Article 7 of the Rules stipulates, “A Panelist
shall be impartial and independent ...”. In particular, if the Registrant does not understand the
language designated in the request, adopting such a request should be unfair. In other words, it is
desirable for a party who is not the party filing the language change request to have minimum
disadvantages such as additional burden with time and/or cost associated with the adoption of a
language other than Japanese.

When the Panel considers more about the parties' circumstances, the facts to be considered
may include, for example, (i) language communicated between parties (irrespective of within or
outside of the proceeding), (ii) language of previous DRP proceedings (including UDRP or other
DRP) which a party other than the party who filed the language change request has experienced,
(ii1) language for which the parties used in their websites, SNS and other media, (iv) the both parties'
permanent address or domicile (in particular, whether a party other than the requesting party is
operating (or operated) its business with an active base in Japan), and (v) reasons for the request
and reasons for negative response to the request, and other facts. The fact that the parties are not
Japanese nationals may not be considered as an important factor in principle, since Japanese
nationality is not always linked to whether the parties do not understand Japanese language. The
fact that the party is not a Japanese national simply means that it is highly likely that the party has
only limited ability to have communication with Japanese language, however, the fact does not
directly mean that the designated language is easier for the party to understand. In the language
change request, the requesting party should explain both the facts that the other party has limited
Japanese communication ability and that the other party has enough ability to have communication

with a designated language.

In all cases above, the language change into the language other than Japanese is only allowed in the
case which the Center and the Panel can fully verify the accuracy of the decision directly by the
adopted language without translation. In addition, the Panel notes that if the request to change the
language of the proceedings does not state and explain that the other party can fully understand the
language specified in the request, the Panel may simply ignore the request. Also, the Panel may
ignore the request to change the language of the proceedings, if it did not designate a single language

in its request.
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C. Circumstances of this Proceeding

In this case, there is no agreement between parties on the language of the proceedings, and the
Complainant requested English as the language of the proceedings, but the Registrant has never
replied. Then this case falls into the case of (2)(b) above. In the case of (2)(b), the Panel should

consider the detail situation of both sides.

The Panel finds; (I) before the commencement of this proceedings, both parties have communicated
via email in English, (See, Complainant's Evidence 2), (II) the Registrant offers the disputed
Domain Name on the domain name selling platform sites (Afternic.com and DAN.COM), which
were written in English (See, Complainant's Evidence 9), (11I) the Registrant has several experiences
of the DRP procedure as a Respondent, including Solvay SA v. Ye Li, DC0O2014-0020<solvay.co>
at WIPO, and L'Oréal and others v. Ye Li and others, D2011-1608 <lorealjapan.com and others> at
WIPO, and so on. In these proceedings, Ye Li, the Registrant at this proceeding, got several DRP
decisions in English but he/she never denied English as the language of the proceedings. Actually,
in the latter case, the Panel decided English as the language of the proceedings despite that the

language of the registration agreement was Chinese.

So, the Registrant seems to have no difficulties to communicate in English, and the Panel did not
find any circumstantial facts which might be unfair to the Registrant if the Panel determines English

as the language of this proceeding.

By the way, the Panel notes that nationality of the Registrant is not taken into consideration when
the Panel reviews the request in this case. It is true the name of the Registrant “Ye Li” is not a typical
name of Japanese nationals, but the Complainant did not submit any evidences showing that his/her
nationality is Chinese. However, other supported evidences seem enough to show that the Registrant

is able to understand documents written in English.

In summary, while the Complainant requested that the proceeding shall be conducted in English;
the Registrant did not submit the opinion regarding the language of the proceedings; and, per the
Center's Commencement Notice to the Registrant dated March 11, 2021 (this notice was sent both
in Japanese and in English), the Registrant is deemed to have no objection to proceeding in English,
given the failure to respond to the Complainant's request. Considering all the circumstances, the

Panel determines English to be the language of this proceeding. |

3. QFFnEEMHE
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6.1 Preliminary Issue: Language of the Proceeding
Article 11 (a) of the Rules for JP Domain Name Dispute Resolution Policy (the “Rules”) provides
that “(t)he language of the Proceedings shall be Japanese, subject to the authority of the Panel to

determine otherwise, having regard to the circumstances of the proceeding”.

In the present case, the Complainant requests that the language of the proceeding be English on the

grounds summarized in 5.A above. The Panel finds the following factors significant in this regard:

+ Being a corporation with its headquarters in Luxembourg, the use of Japanese language would
produce undue burden on the Complainants in consideration of the absence of any response from
the Registrant;

* The Disputed Domain Name includes an English term “beauty;”

+ Prior to filing this Complaint, the Registrant replied in English to the communications sent by the

web agency and the law firm working for the Complainant.

Considering the circumstances, the Panel determines English to be the language of this proceeding. |

5. fEH

4 https://www.nic.ad.jp/ja/drp/list/2024/JP2024-0001.html
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